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DETAILED ACTION 
Response to Amendment 

1 . Applicant's amendment was received on 4/2/04, and has been entered and made 
of record. Currently, claims 1-5, 7-16, 18-21 are pending. 

2. The declaration filed on 4/2/04 under 37 CFR 1.131 is sufficient to overcome the 
Long reference (U.S. Patent No. 6,572.149). 

Response to Arguments 

3. The rejection of claims 1-21 has been withdrawn based on the Applicant's 
declaration under 37 CFR 1,131. However, upon further consideration, a new ground of 
rejection is made in view of Mucciolo et al., "PowerPoint 2000" published in May 1999 
(hereinafter Mucciolo) and Skarbo et al. U.S. Patent No. 5,852,807 (Skarbo) under 35 
U.S.C. 103(a), 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S,C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claim 1 recites the limitation "the step of packaging" in 12*^ line of the claim. 
There is insufficient antecedent basis for this limitation in the claim. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others In this country, or patented or described In a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

Claims 12-15 and 18-20 are rejected under 35 U.S.C. 102(a) as being clearly 
anticipated by Mucciolo. 

5. With respect to claim 12, Mucciolo discloses a computer implemented system for 
producing a miniature presentation, comprising: 

a digital repository (memory) populated with presentation materials; 

a processor; and 

a computer readable medium encoded with processor readable instruction that 
when executed by the processor implement (first paragraph in page 178), 

a selection mechanism configured to select a presentation to be reformed (page 

124), 

a reformatting mechanism configured to reformat the presentation as a miniature 
presentation (page 181-182), and 

a printing mechanism configured to print the miniature presentation ('page setup 
option' in conjunction with 'handouts' option in page 180); 

wherein the reformatting mechanism is further configured to reformat the 
presentation as a miniature presentation having the size of a business card. 
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It is inherent that PowerPoint of Mucciolo operates with operating system 
installed in a computer that has a memory and a processor. 

Mucciolo teaches that PowerPoint provides a user with an option of customizing 
the size of slide, size of paper, orientation, and number of slides per page. It is also 
easily realized by one of ordinary skill in the PowerPoint art that by adjusting the size of 
the slide, the image or presentation printed on a paper is adjusted accordingly. On the 
other word, the size of presentation material is reduced/enlarged in accordance with the 
*width' and 'height' defined by a user in fig. 8.2. Therefore, 'width' and 'height' can be 
reduced to the size of a business card, which has a dimension of 2 X 31^. 

Therefore, claim 12 is clearly anticipated by Mucciolo. 

6. With respect to claim "13, Mucciolo discloses the system of claim 12, wherein: 
the digital depository further comprises a multiple frame animation (design 

templates of fig. 2.18 in page 40); 

the selection mechanism is further configured to select the multiple frame 
animation for inclusion in the miniature presentation (page 124); and 

the reformatting mechanism is further configured to combine the multiple frame 
animation and the presentation as a miniature presentation (page 178). 

7. With respect to claim 14, Mucciolo disclose the system of claim 12, wherein: 
the digital repository further comprises an image intended to facilitate recall of a 

message conveyed by the presentation materials (fig. 1 1 .10 in pages 253); 

the selection mechanism is further configured to select the image for inclusion in 
the miniature presentation (fig. 1 1 .10 in pages 253); and 
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the reformatting mechanism is further configured to combine the image and the 
presentation as a miniature presentation (fig. 11.10 in pages 253). 

Again, it is inherent that PowerPoint of Mucciolo operates with operating system 
installed in a computer that has a selection and reformatting mechanism to include 
images to the presentation material. 

8. With respect to claim 15, Mucciolo discloses the system of claim 12, wherein: 
the digital repository is further populated with foreign language version of the 

presentation materials (pages 737-738); 

the selection mechanism is further configured to select a second version of the 
presentation in a foreign language (pages 737-738); 

the reformatting mechanism is further configured to reformat the second version 
of the presentation for inclusion in the miniature presentation (pages 737-738). 

Again, it is inherent that PowerPoint of Mucciolo operates with operating system 
installed in a computer that has a selection and reformatting mechanism to include 
foreign language to the presentation material. 

9. With respect to claim 18, Mucciolo discloses a computer program product 
(PowerPoint), comprising: 

a computer storage medium (memory) and a computer program code 
mechanism (PowerPoint) embedded in the computer storage medium for causing a 
processor to create a miniature printed version of presentation materials, the computer 
program code mechanism comprising: 
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a first computer code device (^handouts* option) configured to reformat 
presentation materials into a miniature version of the presentation materials (page 180); 
and 

a second computer code device ('print' option) configured to print the miniature 
version of the presentation materials (page 180); 

wherein the miniature version of the presentation materials has the size of a 
business card. 

Also, arguments analogous to those presented for claim 12, are applicable. 

10. With respect to claim 19, Mucciolo discloses the computer program product of 
claim 18, wherein the first computer code deivce further comprises a third computer 
code device ('add clip art' option in page 250) configured to include other information 
when reformatting the miniature version of the presentation materials (fig. 11.10 in 
pages 253). 

11. With respect to claim 20, arguments analogous to those presented for clainfis 12 
and 18, are applicable. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-3, 5, 7, and 11 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Mucciolo in view of Skarbo. 

12. With respect to claim 1 , Mucciolo teaches a method for conveying a message to 
an audience comprising the steps of: 

creating presentation materials (first paragraph in page 178); 

creating a miniature printed version (slide 1 shown in ^handouts' option window) 
of the presentation materials ('page setup option' in conjunction with 'handouts' option in 
page 180); 

presenting presentation materials to the audience; and 

providing the audience with the miniature printed version of the presentation 
materials ('printing PowerPoint presentations' in page 180); 

wherein the step of creating a miniature printed version comprises creating a 
miniature printed version of the presentation materials in the size of a marketing product 
('page setup' in page 180). 

Mucciolo teaches that PowerPoint provides a user with an option of customizing 
the size of slide, size of paper, orientation, and number of slides per page. It is also 
easily realized by one of ordinary skill in the PowerPoint art that by adjusting the size of 
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the slide, the image or presentation printed on a paper is adjusted accordingly. On the 
other word, the size of presentation material is reduced/enlarged in accordance with the 
'width' and 'height' defined by a user in fig. 8.2. Therefore, 'width' and 'height' can be 
reduced to the size of a business card, which has a dimension of 2 X 3^>4. 

However, Mucciolo does not teach explicitly a step of packaging the miniature 
printed version of the presentation materials with a marf<eting product, 

Skarbo teaches a method for creating a business card comprising the steps of: 

creating presentation materials (visual presentation 39g and other information 39 
in BIZCARD in fig. 3a); and 

presenting presentation materials to the audience (presenting BIZCARD to 
conference participants in col. 1, line 67); wherein 

a step ofpacl<aging the presentation materials with a marketing product 
(BIZCARD having all of presentation materials in fig. 3b). 

Mucciolo and Skarbo are analogous art because they are from the same field of 
endeavor that is presentation art. 

Since presenting presentation materials during a conference by using 
PowerPoint is widely used method, thus a well known method, at the time of the 
invention, it would have been obvious to one of ordinary skill in the art to combine the 
presentation materials of BIZCARD taught by Skarbo with the Powerpoint printing 
method of Mucciolo. 
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The suggestion/motivation for doing so would have been to present necessary 
information to the conference participants (audiences) in electronic business card 
format (BIZCARD), which can be further printed using PowerPoint printing technique. 

Therefore, it would have been obvious to combine Mucciolo with Skarbo to obtain 
the invention as specified in claim 1 . 

13. With respect to claim 2, Mucciolo teaches the method of claim 1 , wherein the 
step of creating a miniature version comprises creating a miniature printed version of 
the presentation materials as a single printed page ('handout' option in page 180). The 
user has an option of setting "slides per page" equal to the number of presentation 
slides to create a single printed page. 

14. With respect to claim 3, Mucciolo teaches the method of claim 1 , wherein the 
step of creating a miniature version comprises creating a miniature printed version of 
the presentation materials as a plurality of printed pages ('handout' option in page 180). 
Again, the user has an option of setting "slides per page" to create presentation material 
in a plurality of printed pages. 

15. With respect to claim 5, as noted above, arguments analogous to those 
presented for claim 1 , are applicable. Please refer to the last limitation of claim 1 . 

16. With respect to claim 7, Skarbo teaches that the marketing product is a business 
card (BIZCARD). 

17. With respect to claim 1 1 , Mucciolo further teaches the step of creating a 
miniature printed version step comprises including an image intended to facilitate recall 
of a message conveyed by the presentation materials on the miniature printed version 
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of the presentation materials (design templates of fig. 2.18 in page 40). It is inherent 
that PowerPoint of Mucciolo is operated with operating system installed in a computer 
that has a selection and reformatting mechanism to include images to the presentation 
material upon the user preferences. 

Furthermore, Skarbo teaches the step of including visual presentation (picture 
39a of the person) in the presentation, BIZCARD, which is obviously intended to 
facilitate recall of a message conveyed by the presentation material. 

Claims 4, 9, and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Mucciolo and Skarbo as applied to claim 3 above, and further in view of Pirrello 
U.S. Patent No. 5,685,568. 

18. With respect to claim 4, the combination of Mucciolo and Skarbo teaches the 
method of claim 3 but it does not teach explicitly the step of binding the plurality of 
printed pages together. 

Pirrello teaches the method of binding a plurality of printed pages together (figs. 
2 & 3; col. 4, lines 48-55). 

Mucciolo, Skarbo, and Pirrello are analogous art because they are from the same 
field of endeavor that is presenting presentation art. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the method of binding a plurality of printed material with 
presentation method of Mucciolo and Skarbo. 
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The suggestion/motivation for doing so would have been to organize the printed 
presentation material by binding them together. 

Therefore, it would have been obvious to combine all three inventions to obtain 
the invention as specified in claim 4. 

19. With respect to claim 9, the combination of Mucciolo, Skarbo and Pirrello teaches 
the method of claim 4, wherein: 

the step of creating a miniature printed version comprises including at least one 
transparent page containing emphasis material (lines 7-8, page 178 of Mucciolo); and 

the step of packaging comprises packaging the at least one transparent page 
adjacent to a page that will be emphasized by overlaying the at least one transparent 
page (binding method of Pirrello). 

Mucciolo teaches a method of printing the presentation materials in a transparent 
page when it is sent to create overheads. Additionally, it is well known to one of 
ordinary skill in the art that printing a presentation material on a transparent sheet would 
draw more attention to the audience when the rest of presentation material is printed on 
ordinary sheets. 

20. With respect to claim 10, Pirrello teaches a method of providing a protective 
sleeve for printed version of the presentation materials (col. 3, lines 14-30). 

Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Mucciolo 
and Skarbo as applied to claim 5 above, and further in view of Pirrello. 
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21 . With respect to claim 8, the combination of Mucciolo and Skarbo teaches the 
method of claim 5. 

Mucciolo further teaches the method of creating a miniature printed version 
comprises including a multiple frame animation (design templates of fig. 2.18 in page 
40) on the miniature printed version of the presentation materials. 

The combination, however, does not explicitly teach the method of viewing the 
multiple frame animation by flipping through the miniature printed version of the 
presentation materials. 

Pirrello teaches a method of viewing a plurality of presentation materials by 
flipping through the printed version of the presentation materials (figs. 2 & 3; col. 4, lines 
48-55). 

Mucciolo, Skarbo, and Pirrello are analogous art because they are from the same 
field of endeavor that is presentation material art. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the method of binding a plurality of printed material with 
presentation method of Mucciolo and Skarbo. 

The suggestion/motivation for doing so would have been to organize the printed 
presentation material by binding them together and thus providing the audience with a 
convenience of viewing the printed presentation materials by flipping them. 

Therefore, it would have been obvious to combine all three inventions to obtain 
the invention as specified in claim 8. 
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Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Mucciolo 
as applied to claim 15 above, and further in view of Stephen U.S. Patent No. 6,192,117. 

22. With respect to claim 16, Mucciolo discloses the system of claim 1 5 but it does 
not explicitly disclose the system configured to print on both sides of the miniature 
presentation. 

Stephen discloses a presentation (business card) printing system that prints on 
both sides of the presentation (figs 1 & 2). 

Stephen and Mucciolo are analogous art because they are from the same field of 
endeavor that is the presentation/document printing art. 

Since Mucciolo discloses a system that can reduce the size of the presentation to 
a size of business card, it would have been obvious to combine the system for printing 
on both sides of the presentation of Stephen with the system for creating miniature 
version of presentation of Mucciolo. 

The suggestion/motivation for doing so would have been to save printing medium 
by utilizing both sides of the printing medium. 

Therefore, it would have been obvious to combine Stephen with Mucciolo to 
obtain the invention as specified in claim 16. 

Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over Stephen 
in view of Mucciolo. 

23. With respect to claim 21 , Stephen disclose a business card comprising: 
a first face ; and 
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a second face, wherein 



said first face has printed thereon identification information corresponding 



to a person (fig. 1), and 



said second face has printed thereon a presentation (phone card in fig. 2) 



presented by the person corresponding to the identification information on the first face. 

Although reducing an image or presentation material such as phone card 
information is well known in the document processing art, Stephen does not explicitly 
disclose that the printed presentation is a miniature version. 

Mucciolo, however, discloses that a document can be reduced to any size and 
thus miniature version of a printed presentation is provided (*page setup option' in 
conjunction with 'handouts' option in page 180). 

Stephen and Mucciolo are analogous art because they are from the same field of 
endeavor that is the presentation/document printing art. 

The suggestion/motivation for doing so would have been to reduce the size of 
presentation when the paper to be used in printing is smaller than the actual 
presentation document. 

Therefore, it would have been obvious to combine Stephen with Mucciolo to 
obtain the invention as specified in claim 21. 
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Conclusion 



24. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHAN S PARK whose telephone number is (703) 305- 
2448. The examiner can normally be reached on M-F 8am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Coles can be reached on (703) 305-4712. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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